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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
In section 102 of this title, If the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-5, 7, 11-12, 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over by Kondo et al (EP 736,503) in view of Kitagawa et al (4,857,089). 

With respect to claims 1-3, 7, Kondo et al disclose a porous filter body for filtering 
soot particles from diesel engine exhaust gasses, the filter body being a honeycomb wall 
flow filter body in which interconnected porous filter walls, each of which has a gas inlet 
surface and a gas outlet surface, define a multiplicity of channels 551, 552, each channel 
being closed at one end and neighboring channels being closed at alternate ends, the filter 
walls 5 being made of a material based on metallic and/or ceramic particles being bonded 
together, such as SIC, the porosity of the filter wall being constituted by interconnected 
voids defined between the metallic and/or ceramic particles, a catalytically active material 
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2, such as Pt, Rh, etc. for catalyzing oxidation of soot, being deposited on at least part of 
tliose surface parts of the metallic and/or ceramic particles which are exposed to the 
voids, and a porous membrane 1 having a smaller pore size than the porous filter wall 
being applied to the gas outlet side or the filter walls (col. 3, line 13 to col. 4, line 58; Fig. 
19). Kondo et al further discloses that the pores of the filter walls are about 20-40 \im, and 
the porosity of the filter walls is within the range of 30-80% (col. 3, line 13 to col. 4, line 58; 
col- 10, lines 49-50; col. 8, lines 20-21) and the porous membrane has a means pore size 
in the range of 10-60 ^m (col. 3, lines 37-39) and a thickness of 0.05 mm (col. 10, lines 
42-43). 

The apparatus of Kondo et al is substantially the same as that of the instant claim, 
but fails to disclose whether the coating 1 may be applied to the outlet side only. 

However, since the claim is treated as open language, it does not exclude the 
additional membrane at the inlet side, and therefore meet the instant claims. 

In any event, Kitagawa et al discloses provision of a coating positioned on either or 
both sides of the filter wall. 

It would have been obvious to one having ordinary skill in the art to exclude the 
coating at the inlet side of the filter wall in the apparatus of Kondo et al if one forgo the 
benefit of its presence therein, as coating only at the outlet side of the filter wall is known 
in the art, on the basis of its suitability for the intended use as a matter of obvious design 
choice, as evidenced by Kitagawa et al, and no cause for patentability here. 
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Selecting an appropriate pore size for the filter and the nfiennbrane is within the 
purview of one having ordinary skill in the art during routine experimentation and 
optimization of the filter system. 

With respect to claims 3-5, Kondo et al discloses that the filter walls are coated with 
a coating, such as alumina, to increase the active contact surface area of the filter walls 
and act as an anchor for the catalytically active coating (col. 5, lines 57-58). 

With respect to claims 11-12, Kondo et al discloses that the pores of the filter walls 
are about 40 ^m, and the porosity of the filter walls is within the range of 30-80% (col. 3, 
line 13 to col. 4, line 58; col. 10, lines 49-50; col. 8, lines 20-21). 

With respect to claims 14-15, Kondo et al discloses that the porous membrane 
comprises alumina powders having size of 5-10 \xm (col. 5, lines 6-10, 55-58; col. 11, lines 
14-17) while the pore size of the material of the filter wall is within 30-40 jiim (col. 10, lines 
45-50). 

With respect to claim 16, Kondo et al discloses that the means pore size of the 
porous membrane is in the range of 10-60 \im (col. 3, lines 37-39). 
4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over by Kondo et 
al (EP 736,503) in view of Kitagawa et al (4,857,089) as applied to claims 1-5, 7, 11-12, 
14-16 above and further in view of Williamson et al (5,041,407). 

Williamson et al discloses provision of coating the substrate with catalyst material 
and a washcoat including alumina, barium, etc. 
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It would have been obvious to one having ordinary skill in the art to provide other 
material, such as barium in the modified filter of Kondo et al for enhancing the catalyst 
performance as taught by Williamson et al. 

5. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Kondo et al (EP 736,503) in view of Kitagawa et al (4,857,089) as applied to claims 1-5, 7, 
11-12, 14-16 above and further in view of WO 89/09648. 

WO 89/09648 discloses the conventionality of providing a filter made of SIC 
particles having size within the range of 75-170 iim and the porosity of 50-90%. 

It would have been obvious to one having ordinary skill in the art to select an 
appropriate size for the material of the filter wall and the porosity for the filter walls, such 
as within the range taught by WO 89/09648 In the apparatus of Kondo et al on the basis 
of its suitability for the intended use as a matter of obvious design choice to obtain the 
desired benefits attendant thereof, absence showing any unexpected results, and since it 
has held that when the only difference between the prior art device and the claim was a 
recitation of relative size, and the device with the relative size would not perform differently 
than the prior art device, the claimed device was not patentable distinct. 

Response to Arguments 

6. Applicant's arguments filed 12/27/05 have been fully considered but they are not 
persuasive. 

Applicants argue that Kondo et al does not teach membrane placement on the 
outlet side only. Such contention is not persuasive since the instant claim is treated as 
open language. It does not exclude the additional membrane at the Inlet side, and 
therefore meet the instant claims. 
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In any event, the secondary reference, Kitagawa et al, discloses the conventionality 
of providing a coating positioned on either or both sides of the filter wall. 

It would have been obvious to one having ordinary skill in the art to exclude the 
coating at the inlet side of the filter wall in the apparatus of Kondo et al if one forgo the 
benefit of its presence therein, as coating only at the outlet side of the filter wall is known 
in the art, on the basis of its suitability for the intended use as a matter of obvious design 
choice, as evidenced by Kitagawa et al, and no cause for patentability here. 

Applicants argue that Kondo et al does not teach the specific pore size of the filter 
in combination with the pore size of the outlet side membrane as claimed. Such contention 
is not persuasive as Kondo et al does disclose that the pores of the filter walls are about 
20-40 |am, and the porosity of the filter walls is within the range of 30-80% (col. 3, line 13 
to col. 4, line 58; col. 10, lines 49-50; col. 8, lines 20-21) and the porous membrane has a 
means pore size in the range of 10-60 (col. 3, lines 37-39) and a thickness of 0.05 mm 
(col. 10, lines 42-43). Selecting an appropriate pore size for the filter and the membrane is 
within the purview of one having ordinary skill in the art during routine experimentation 
and optimization of the filter system. 

Applicants argue that in Kitagawa et al, wherever the coating is provided, it is 
provided only a portion of the filter wall, therefore coverage in full lengths of the filter in 
Kitigawa et al is avoided. Such contention is not persuasive as the test for obviousness is 
not whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
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teachings of the references would have suggested to those of ordinary skill in the art. See 
In re Keller, 642 F,2d 413, 208 USPQ 871 (CCPA 1981). In this case, the primary 
reference, Kondo et al, is relied upon for teaching the coverage at full length. Kitigawa et a! 
is only relied upon for teaching the use of the coating at the outlet side. 

Applicants argue that Williamson and WO '648 do not teach the filter incorporating 
the outlet side membrane. Such contention is not persuasive as the primary and secondary 
references, Kondo et al and Kitagawa et al, are relied upon for such teachings. 

Coricluslon 

7. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
IVIONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period v\^ill expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien Tran whose telephone number is (571) 272-1454. 
The examiner can normally be reached on Tuesday-Friday from 7:30AM-6:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1454. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status Information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 
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